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In the 


United States Court of Appeals 

For the District of Columbia 


Appeal No. 8980 


-4- 

New Jersey Optical Company, Appellant 


vs. 


Ful-Vue Sales Company, Appellee 

-4- 

APPELLANTS BRIEF 


Jurisdiction 

This complaint (App. 1) was filed in the District Court 
for the District of Columbia under the Declaratory Judg¬ 
ment Act, U. S. C., title 28, sec. 400 [Judicial Code, sec. 
274(d)]. 

Appellee moved to dismiss on the ground that the com¬ 
plaint does not allege facts showing a justiciable contro¬ 
versy between the parties (App. 8). That motion was 
granted and a judgment entered on or about February 16, 
1945 (App. 19) dismissing the complaint. A notice of ap¬ 
peal to this Court was filed on or about February 23, 1945 
and the appeal was docketed on March 26, 1945. 
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This Court’s jurisdiction on this appeal is founded on 
the Act of February 9, 1893, Chap. 74, 27 Stat. 434, as 
amended and incorporated in the District of Columbia 
Code, 1940 Edition, Title 17, Chap. 1, Sec. 101. 

Statement of the Case 

The complaint was filed on November 4, 1944 against 
the appellee partnership, owner of United States Letters 
Patent Reissue Nos. 17,994 and 17,996, praying for judg¬ 
ment that the patents are invalid for anticipation, for 
lack of invention, as improper reissues, and for delay in 
disclaiming (App. 5-6). 

Appellant, a manufacturer of optical frames, is a li¬ 
censee of American Optical Company, a voluntary asso¬ 
ciation organized under the laws of Massachusetts, under 
the patents in suit. The American Optical Company is 
an exclusive licensee of appellee with the right to sub¬ 
license others. Since April 1, 1941 appellant has refused 
to pay any royalties to its licensor on the ground, among 
others, that the patents are invalid. On October 18, 1941 
the American Optical Company brought suit in the 
Municipal Court of the City of Boston to collect the 
royalties which it alleges to be due from appellant. On 
appellant’s motion that case w r as transferred to the Fed¬ 
eral District Court for the District of Massachusetts. 
Appellant answered, admitting the existence of the sub¬ 
license agreement, but denying that it owed appellee’s 
licensee any royalties on the ground that the agreements 
are void because they are in violation of the anti-trust 
laws and also on the ground that the patents are invalid. 
On the assertion of the plaintiff in the Boston suit that 
the trial of the anti-trust phases of that suit would re¬ 
quire the presence of certain executives of American Op¬ 
tical Company at the trial for extended periods of time 
and would thus interfere with war production, the senior 
judge of the Massachusetts District has deferred the 
trial of that case until after the termination of the war. 
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The present complaint, paragraph 9 (App. 3) al¬ 
leges the existence of actual controversy between the ap¬ 
pellant and the appellee because appellant denies its ob¬ 
ligation to pay certain royalties to appellee’s licensee 
which appellee’s licensee contends are due. If appellee’s 
licensee is successful in collecting such royalties, ap¬ 
pellee will receive a proportionate share of them. 

Appellee moved to dismiss the complaint under the 
provisions of Rule 12(b) of the Rules of Civil Procedure 
on the ground that the complaint fails to state a claim 
on which relief can be granted under the Declaratory 
Judgment Act in that the complaint does not allege facts 
showing that an unadjudicated, justiciable controversy 
exists between appellant and appellee (App. 8). 

This motion came on for hearing before Judge Mc¬ 
Guire in the District Court and, in a memorandum opin¬ 
ion of January 26, 1945 (App. 9), the motion was 
granted. The District Judge did not pass on the ground 
of dismissal raised by appellee’s motion. In his opinion 
he stated: 

‘‘While I am not so certain as contended by the 
defendant, that a case or controversy within the pur¬ 
view of the Declaratory Judgment Act does not ex¬ 
ist; * # # ” (App. 9). 

and then went on to grant the motion on the ground that 
appellant could obtain the sought for relief in the Massa¬ 
chusetts suit. 

We filed a petition for reconsideration feeling that 
the effect of the delay in the Massachusetts suit had not 
been fully appreciated by the District Judge and that 
we had failed to fully present it at the argument of the 
motion because it did not seem to be particularly per¬ 
tinent to the question raised by the motion. That peti¬ 
tion was supported by an affidavit of counsel pointing 
out that appellant cannot have the matter pending in 
this suit determined in the case pending in the District 
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of Massachusetts until after the determination of the 
war, and that under such conditions the discretion of the 
District Court should have been exercised to permit the 
present case to proceed (App. 10-13). The petition was 
denied and a final judgment dismissing the complaint 
was entered (App. 19). 


Statement of Points 

1. We submit that the District Court erred in not 
holding that a justiciable controversy exists between the 
appellant and the appellee. 

2. The action of the District Court in dismissing the 
complaint on the ground that the issue can be determined 
in the pending Massachusetts suit was an abuse of dis¬ 
cretion, in view of the condition in which that suit is at 
the present time. 

Summary of Argument 

Appellee’s motion to dismiss was based on the one 
and only ground that the complaint does not allege facts 
showing that an unadjudicated, justiciable controversy 
exists between the appellant and the appellee. It is true 
that the points and authorities filed in support of the 
motion called attention to the fact that the maintenance 
of a suit under the Declaratory Judgment Act is ad¬ 
dressed to the discretion of the court and argued that 
such discretionary power should not be exercised in the 
present case because the identical issue is pending in a 
suit before another court. However, the real ground of 
the motion was the lack of a controversy and in support 
of its position appellee stated: 

“The test of the existence of an ‘actual controversy’ 
is whether or not suit could be instituted thereon by 
either party.” 
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We contend that the appellee’s position, as set forth 
in the foregoing quotation, is unsound in the light of 
decided cases in which a declaratory judgment action 
has been sustained even though the defendant had not 
directly asserted any claim against the plaintiff and 
even though the conditions were such that the defendant 
could not have instituted any legal action against the 
plaintiff. The complaint asserts (paragraph 9) that if 
appellant is required to pay royalties to appellee’s li¬ 
censee, appellee will receive a proportionate share of 
such royalties. That condition, coupled with appellant’s 
denial that any royalties are due, constitutes a justiciable 
controversy. 

We also believe that abuse of discretion is clearly 
shown by the affidavit of counsel (App. 10-13) filed ac¬ 
companying the petition for reconsideration. While the 
maintenance of a declaratory judgment suit is addressed 
to the discretion of the court, that discretion must not 
be arbitrarily exercised, but must be applied in accord¬ 
ance with established practice and procedure. The de¬ 
nial of the right to promptly determine the validity of 
appellee’s patents because that question can be deter¬ 
mined some years hence (after the termination of the 
war) in another suit, in which the owner of the patents 
is not a party, is a clear abuse of discretion in the light 
of the decided cases. 

ARGUMENT 

(1) A justiciable controversy exists between appel¬ 
lant and appellee. 

Appellee, owner of the patents on which a declaratory 
judgment of invalidity is requested, granted an exclu¬ 
sive license to American Optical Company with a right 
to sub-license others. This license is embodied in agree¬ 
ments dated May 1, 1929 and January 1, 1930 under 
which appellee’s licensee agreed to pay to appellee a 
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proportionate share of all royalties collected from sub¬ 
licensees. On September 25, 1934 American Optical 
Company granted a sub-license to appellant (App. 2), 
in which the licensor reserved the right to fix the mini¬ 
mum price at which appellant sells the licensed prod¬ 
ucts. Appellee’s licensee claims that certain royalties are 
due under said agreement of September 25, 1934, but 
since April 1, 1941 appellant has refused to pay any 
royalties. Appellee has taken no step to relinquish its 
claim to a share of these royalties but in this case takes 
the position that no justiciable -controversy exists be¬ 
tween appellant and the appellee because the appellee 
has never directly asserted any claim for these royalties. 

Appellee’s position was stated in Point 1 of its Points 
and Authorities filed in support of the motion to dis¬ 
miss. It there stated that because appellee could not in¬ 
stitute a suit against appellant for the collection of 
royalties under a patent license to which appellee is not 
a party, no controversy exists between the appellee and 
appellant. We submit that this position is unsound. 

It has been held in numerous cases that the declara¬ 
tor}' judgment act is entitled to a liberal interpretation 
and a tendency toward a more liberal construction of the 
act is noted in the more recent decisions. Mississippi 
Power d Light Co. v. City of Jackson, et ad., 116 F. 
(2d) 924; Pacific Fire Ins. Co. v. Reiner, et al, 45 F. 
Supp. 703; Maryland Casualty Co. v. Hubbard, 22 F. 
Supp. 697; U. S. Fidelity & Guaranty Co. v. Pierson, 97 
F. (2d) 560; Ohio Casualty Ins. Co. v. Marr, 98 F. (2d) 
973. 

We, of course, agree that an actual controversy is 
necessary to support this suit but we differ w'ith the ap¬ 
pellee’s proposition that the statement of facts here pre¬ 
sented does not constitute such a controversy. In sup¬ 
port of our position we call the court’s attention to the 
decisions in Western Electric Co. v. Hammond, 135 F. 
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(2d) 283, and Girdler Cory. v. E. I. duPont deNemours 
d Co., 56 F. Supp. 871. In each of these cases the cir¬ 
cumstances were such that defendant could not have in¬ 
stituted suit against the plaintiff and that was freely ad¬ 
mitted. Nevertheless the courts held that there was a 
justiciable controversy which could be decided by a 
declaratory judgment action brought by the plaintiff. 

In Western Electric Co. v. Hammond, supra, plaintiff 
was a sub-licensee of Radio Corporation of America 
which in turn was a licensee of Hammond under certain 
Hammond patents. Plaintiff manufactured and sold ap¬ 
paratus to the United States Government and defend¬ 
ant contended that this apparatus was outside the scope 
of the Western Electric sub-license and therefore con¬ 
stituted an infringement of his patents. He brought suit 
against the Government in the Court of Claims. West¬ 
ern . Electric was under a contract to hold the Govern¬ 
ment harmless and it brought suit for declaratory judg¬ 
ment that the devices manufactured by it were within 
the scope of its sub-license. Thus, the issue raised in 
the declaratory judgment suit was one which could have 
been determined in the suit brought by Hammond in the 
Court of Claims, but the plaintiff justified its position on 
the ground that a decision in the Court of Claims suit could 
not be expected in less than three or four years at the 
minimum. 

Hammond was not in a position to bring suit against 
Western Electric Company in the Federal Courts be¬ 
cause of the provisions of the Act of July 1, 1918, 35 
U. S. C. 68. Under this Act the patentee’s sole right 
of action on apparatus manufactured for the United 
States Government is against the Government in the 
Court of Claims. Hammond therefore moved to dismiss 
the declaratory judgment action on the same ground 
now asserted by appellee, namely, that inasmuch sis he 
was not in a position to institute proceedings against 
Western Electric Company, the latter could not proceed 
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against him under the declaratory judgment act. It is 
significant that the trial judge cites this case in his 
memorandum decision (App. 9) picking out of the de¬ 
cision a statement that the existence of another ade¬ 
quate remedy may be a factor bearing on the appro¬ 
priateness of declaratory relief but ignoring the Court’s 
conclusion that it was not a bar in that case. While the 
Circuit Court of Appeals for the First Circuit decided 
that the pendency of another suit may be a factor, it 
decided on the basis of all the facts in the case that the 
District Court erred in dismissing the complaint and, 
what is more important in connection with the present 
suit, it decided that a justiciable controversy existed be¬ 
tween the parties . In overruling the argument advanced 
by the appellee in the present case, the Court stated 
(p. 286): 

‘‘The fallacy in this line of argument, we think, 
lies in its confusion of the traditional ‘cause of ac¬ 
tion’ with the existence of a case or controversy in 
the constitutional sense, or of a case of ‘actual con¬ 
troversy’ in the sense of the Declaratory Judgment 
Act. A controversy ‘appropriate for judicial deter¬ 
mination,’ and thus within the judicial power of the 
United States, may exist though no remedy is af¬ 
forded by which either of the parties may bring such 
controversy before the courts for determination. But 
Congress, as it did in the Declaratory Judgment 
Act, may create a new remedy ‘consonant with the 
exercise of the judicial function in the determina¬ 
tion of controversies to which under the Constitu¬ 
tion the judicial power extends.’ Aetna Life In¬ 
surance Co. v. Haworth, 1937, 300 U. S. 227, 240, 57 
S. Ct. 461, 464, SI L. Ed. 617, 108 A. L. R. 1000. See, 
also, Alfred Hofmann, Inc. v. Knitting Machines 
Corp. 3 Cir., 1941, 123 F. 2d 458, 460 where apart 
from the remedy afforded by the Declaratory Judg¬ 
ment Act neither of the parties to the controversy 
had a cause of action against the other. In the case 
at bar there exists a concrete and substantial con¬ 
troversy touching the legal relations of parties hav¬ 
ing adverse legal interests. The controversy in- 
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volves the interpretation of a contract, the license 
agreement of March 14, 1923, under which Western 
Electric claims to be in the relation to Hammond of 
a sub-licensee, with the right to manufacture and 
sell to the United States apparatus and equipment 
covered by the patents and by such sales to convey 
to the United States the right to use the same. This 
claim Hammond challenges; and by w^ay of empha¬ 
sizing that the dispute has gone beyond the stage 
of a mere hypothetical or abstract difference of 
opinion, Hammond has brought suit in the Court of 
Claims against Western Electric’s customer, the 
United States. Western Electric has a legal interest 
in the judicial determination of this controversy, be¬ 
cause it will not only affect Western Electric’s pos¬ 
sible liability to the United States on its contracts 
of indemnity but also its right to enter into similar 
transactions with the United States in the future, 
which, according to the complaint, it seeks to do.” 

The similarity between the state of facts in the Ham¬ 
mond case and the state of facts presented here could 
not be closer unless they were identical. In that suit 
there was a license granted by the defendant under 
which the plaintiff held a sub-license and the licensor, 
asserting that certain devices manufactured by the sub¬ 
licensee were outside the scope of the sub-license agree¬ 
ment, brought suit against the sub-licensee’s customer, 
the United States Government. Because of the provi¬ 
sions of the law with respect to goods manufactured for 
the Government, the licensor could not have brought suit 
against the sub-licensee but the Court nevertheless held 
that there was a justiciable controversy and the sub¬ 
licensee could proceed by declaratory judgment. 

In the present case, appellee granted a license 
American Optical Company with the right to sub-license 
others and with a provision that a proportionate share of 
the royalties so collected should be paid to it. Appellant 
denies that any royalties are due its licensor on the 
ground that the license agreement is invalid because it 
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violates the Anti-Trust Laws and also on the ground 
that the licensed patents are invalid. As its sub-license 
contains provisions for price fixing, appellant has the 
right to attack the validity of the patents under the 
doctrine of Sola Electric Co. v. Jefferson Electric Co., 
317 U. S. 173. 

Appellee contends that inasmuch as it has never as¬ 
serted a claim against the appellant and as a matter of 
fact cannot assert any claim against the appellant, be¬ 
cause it is not a party to the agreement of September 
25, 1934 under which the appellant obtained its license 
under the patents, no justiciable controversy exists. We 
submit that as long as appellee continues to support the 
position of its licensee and is ready to accept its share 
of any royalties collected by its licensee from appellant, 
a justiciable controversy exists between the parties under 
the doctrine of the Hammond case. 

Another case in which it has been held that a con¬ 
troversy exists which may be resolved by a declaratory 
judgment suit even though it is admitted that the de¬ 
fendant could not have instituted proceedings against 
the plaintiff is the case of Girdler v. DuPont, supra. 
DuPont, the defendant, is the owner of a process patent 
and at one time charged the plaintiff with contributory 
infringement of the patent by manufacturing and selling 
apparatus used in practicing the process. After the Su¬ 
preme Court held that courts of equity would not lend their 
hand to the support of a patent owner who employed its 
patent to control the sale of unpatented articles in the 
case of Mercoid Corp. v. Mid-Continent Investment Co., 
320 U. S. 661, the defendant withdrew its charge of con¬ 
tributory infringement that it had asserted against the 
plaintiff but then began to assert its charge of infringe¬ 
ment against plaintiff’s customers. When suit was 
brought for declaratory judgment, defendant called at¬ 
tention to the fact that it had admitted it had no right 
of action against the plaintiff and therefore asserted 
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that no controversy existed between the parties. A mo¬ 
tion to dismiss on this ground was denied. In denying 
the motion, the court held that an actual controversy 
existed even though there was no-direct assertion of any 
claim by the defendant against the plaintiff. J 

l 

\ 

(2) The dismissal of the complaint by the District 
Judge was an abuse of discretion. j 

i 

I 

The District Court based its dismissal of the com¬ 
plaint on the case of Brillhart v. Excess Insurance Co., 

316 U. S. 491, the opinion stating: 

“ * * *; it seems to me that the plaintiff can have the 
matter determined conclusively in the suit now pend¬ 
ing in the District of Massachusetts and it is on 
that basis that the motion to dismiss is granted” 
(App. 9). 

The facts in the present case are very different from 
those present in the Brillhart case and the additional 
facts here present produce such a different situation that 
dismissal of the complaint on the basis of that decision 
constituted an abuse of discretion. 

In the Brillhart case, the Insurance Company brought 
suit in the Federal District Court for the District of 
Kansas after garnishment proceedings had been insti¬ 
tuted by the petitioner in the Missouri State Court, but 
before the Insurance Company was made a party to 
those proceedings. The Court was thus presented with 
the question whether a suit in a Federal Court based 
solely on diversity of citizenship and involving questions 
of local law should be permitted to interfere with the 
pending garnishment proceedings in the state court. In 
considering this question, the Supreme Court stated 
(p. 494): 

“In view T of the important question affecting the 
inter-relationship) of the state and federal courts in 


I 
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the administration of the Federal Declaratory Judg¬ 
ments Act, 28 U. S. C. sec. 400, we brought the case 
here. 314 U. S. 606. ” 

Second, the Supreme Court did not affirm the dis¬ 
missal of the declaratory judgment suit but remanded 
the case to the District Court for further proceedings. 
The majority opinion stated (p. 498): 

“The cause should be remanded to the District 
Court in order that it may properly exercise its dis¬ 
cretion in passing upon the petitioner’s motion to 
dismiss this suit.” 

Third, in the Brillhart case, the declaratory judgment 
suit was based on the same issues as the garnishment 
proceedings in the state court and involved th-e same 
parties. It has been held in several cases that where the 
parties in the declaratory judgment suit are not the same 
as the parties in the other pending suit dismissal on 
this ground should not be granted. 

In considering this question, the Seventh Circuit Court 
of Appeals, in Chicago Metallic Mfg. Co. v. Edward 
Katzinger Co., 123 F. (2d) 518 stated (pp. 19-20): 

“While it is true that the granting of the remedy 
is 'discretionary with the court and may be refused 
if it is being sought merely to determine issues in¬ 
volved in a case already pending, the mere pendency 
however, of another suit between the parties with¬ 
out more, is no basis for refusing a declaration. 
Columbia Nat. Life Ins. Co. v. Foulke, 8 Cir., 89 F. 
2d 261 and Maryland Casualty Co. v. Consumers 
Finance Service, *3 Cir., 101 F. 2d 514. ‘It is only 
where the court believes that more effective relief 
can and should be obtained by another procedure 
and that for that reason a declaration will not serve 
a useful purpose, that it is justified in refusing a 
declaration because of the availability of another 
remedy’. Borchard, Declaratory Judgments, 1934, 
page 110.” 
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See also Penn Electric Switch Co. v. United States 
Gauge Co., 129 F. (2d) 166 in which a suit for a declara¬ 
tory judgment was not dismissed where the parties to 
the suit in another district were not the same. To like 
effect are the decisions in Assad Abood v. Beldoch-Popper, 
Inc., 45 F. Supp. 679, and Maryland Casualty Co. v. Faulk¬ 
ner, 126 F. (2d) 175. 

Fourth, there is no indication in the opinion in the 
Brillhart case that respondent could not have obtained 
prompt adjudication of its rights in the garnishment 
proceedings. 

In contrast to the facts present in the Brillhart case, 
the present case involves a purely Federal question and 
therefore presents no problem of interference with the 
functions of a state court. The parties are not the 
same, the appellee’s exclusive licensee being the oppos¬ 
ing party in the Massachusetts suit. But, of much more 
importance than these technical distinctions between the 
present case and the Brillhart case, is the delay which 
confronts appellant in the Boston case which makes it 
impossible to obtain an adjudication before the patents 
in suit expire. We believe that in the light of the facts, 
the discretion of the District Court should have been 
exercised to permit the present suit to proceed. 


Status of Massachusetts Suit 

Paragraph 8 of the complaint alleges that the suit in 
the Massachusetts District has been pending for more 
than three years and that the court has refused to set 
the case for trial, based on allegations by counsel for 
plaintiff in that suit that the trial of certain issues 
there raised would necessitate the presence of certain 
men of the American Optical Company for an extended 
period of time as witnesses and would interfere with 
the production of materials for war use (App. 2-3). 
At the time this complaint was prepared, no formal 
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order had been entered in the Massachusetts suit de¬ 
ferring the case for the period of the war and for that 
reason the delay was alleged in the language stated 
above. Xo formal order has been entered up to the 
present time but in a decision of December 15, 1944, 58 
F. Supp. 601, on our motion for summary judgment, 
Judge Sweeney stated: 

“Trial of the case on the merits has been postponed 
so that war production will not be impeded.” 

Thus, the delay w'hich appellant faces in the Massa¬ 
chusetts suit is clearly established. 

As set forth in the affidavit of counsel filed in support 
of the petition for reconsideration (App. 2-3) appel¬ 
lant has made every effort to bring the Massachusetts 
case to trial but has been unsuccessful. 


Appellee and its Licensee Have Continuously Resisted 
Appellant’s Efforts to Have Court Determine 
Validity of Patents 

At the time suit against appellant was instituted in 
Boston it was the accepted doctrine that a licensee could 
not challenge the validity of the patents under which it 
• was licensed. In January 1942, after the Supreme Court, 

in the Sola, case, supra had held that a licensee could 
attack the validity of a patent under which it is licensed 
if the license agreement contains price fixing clauses, ap¬ 
pellant moved to amend its answer to plead invalidity 
of the licensed patents. That motion, opposed by the 
plaintiff in the Boston suit, w^as granted by Judge 
Healey and his opinion is reported at 50 F. Supp. 806. 

One of the grounds advanced by the plaintiff in the 
Boston suit in support of its contention that appellant’s 
motion be denied was that the patent owner w*as not be¬ 
fore the court and the question of the validity of the 
patents could not be raised in the absence of the patent 
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owner. In a brief filed in opposition to the motion, the 
plaintiff stated: 

‘‘As to the first of these points, it appears from 
defendant’s answer already filed that the patents 
enumerated in the contract Exhibit A are owned by 
a concern, the Ful-Vue Sales Corporation, which is 
not a party to this case * * 

The plaintiff further ^stated: 

“But, just as in any suit for infringement of pat¬ 
ents the patent owner is a necessary party, so also 
in any suit for a declaratory judgment to the effect 
that patents are invalid, the patent owner is obvi¬ 
ously a necessary party. (Contracting Division etc. 
v. New York Life Insurance Go ., 113 Fed. Rep. (2d) 
864).” 

In his opinion, Judge Healey overruled these objec¬ 
tions and stated (p. 809): 

“The other reason advanced by plaintiff in sup¬ 
port of its contention that the petition for declara¬ 
tory judgment must fail is that no suit for declara¬ 
tory judgment alleging invalidity of patents can pro¬ 
ceed in the absence of the patent owners. 

It appears that the patents involved in Exhibit A 
and Exhibit B are owned by companies not parties 
to these proceedings. The plaintiff, therefore, con¬ 
tends that the amendment to the counterclaim in the 
nature of a prayer for a declaratory judgment can¬ 
not be allowed. With this I cannot agree.” 

Thus we have the situation that the appellee, through 
its exclusive licensee, opposed an amendment to the com¬ 
plaint in the Massachusetts suit raising the question of 
the validity of these patents on the ground that the 
owner of the patents was not a party to the suit. There 
was nothing to prevent the owner of the patents from 
moving to intervene in that suit as soon as we filed our 
motion to amend the answer and counter-claim to chal¬ 
lenge the validity of its patents. Instead of doing this, 
appellee and its licensee chose the more dilatory proce- 





16 


dnre of attempting to avoid the issue. Now that the 
Massachusetts case is unable to proceed to trial because 
issues other than the validity of the patents would re¬ 
quire the presence of witnesses w T hose absence from 
their normal duties would interfere with the war effort, 
the appellee here asserts that there is no justiciable con¬ 
troversy. 

We believe that the facts not only establish that there 
is a justiciable controversy, but we believe that the his¬ 
tory of the past proceedings clearly shows that the 
court’s discretion should be exercised in favor of the ap¬ 
pellant in order that a speedy determination of the valid¬ 
ity of the patents may be obtained. 


CONCLUSION 

For the reasons herein stated, it is respectfully sub¬ 
mitted that the decision of the District Court should 
be reversed and defendant’s motion to dismiss should 
be denied. 


Respectfully submitted, 

Clarence M. Fisher, 
Attorney for Appellant, 
National Press Building, 
Washington 4, D. C. 


Daniel V. Mahoney, 
of Counsel , 

247 Park Avenue, 

New York 17, N. Y. 
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[1] Complaint for Declaratory Judgment of 
Invalidity of U. S. Letters Patent 

Plaintiff, for its complaint, alleges: 

1- Plaintiff is a corporation of the State of New Jer¬ 
sey having a place of business at 56-64 South 20th Street, 
Irvington, New Jersey. 

On information and belief, defendant is a partnership 
having a place of business at 605—14th Street N. W., 
Washington, D. C., and the individual partners are 
George P. Kimmel of Washington, D. C., Robert E. 
Hillier of Akron, Ohio and Julius H. Tuvin of Long Is¬ 
land City, Long Island, New York. 

2. This is an action arising under the patent laws of the 
United States, U. S. C. title 35, and arising from an 
actual controversy between defendant and plaintiff with¬ 
in the Declaratory Judgment Act, U. S. C. title 28, sec. 
400 [Judicial Code Sec. 274 (d)]. 

3. On information and belief, defendant is the owner 
of United States Letters Patent Reissue No. 17,994 
granted to it on March 10, 1931 on an application of Er¬ 
nest E. Emmons of Akron, Ohio. 

[2] On information and belief, defendant is the owner 
of United States Letters Patent Reissue No. 17,996 
granted to it on March 10, 1931 on an application of 
John Anthony Smith of Spokane, Washington. 

4. On information and belief, defendant granted to 
American Optical Company, a voluntary' association or¬ 
ganized and existing under the laws of the Common¬ 
wealth of Massachusetts, located at Southbridge, Massa¬ 
chusetts, by agreements dated May 1, 1929 and January 
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1, 1930, an exclusive license to make and sell devices in 
accordance with the Emmons and Smith reissue pa¬ 
tents together with the right to sub-license others, and 
by said agreements American Optical Company agrees 
to pay to defendant a certain proportionate amount of 
all monies received as rovalties from its sub-licensees. 
Cnder said agreements American Optical Company has 
the right to fix the minimum prices at which its licensees 
may sell the licensed products. 

5. On or about September 25, 1934, plaintiff obtained 
a sub-license under the said Emmons reissue patent and 
Smith reissue patent from defendant’s licensee, Amer¬ 
ican Optical Company. Under said sub-license the Amer¬ 
ican Optical Company reserved* the right to fix the 
minimum price at which plaintiff sold the licensed prod¬ 
ucts, and it has at all times exercised that right. 

6. Since April 1, 1941 plaintiff has refused to pay any 
royalties under said agreement of September 25, 1934 on 
the ground, among others, that the said Emmons reissue 
patent and the said Smith reissue patent are invalid. 

[3] 7. On or about October 18, 1941 the said American 
Optical Company instituted proceedings in the Municipal 
Court for the City of Boston to collect royalties alleged 
to be due from plaintiff for the period covering the 
months of April, May and June of 1941, and such pro¬ 
ceedings were transferred to the United States District 
Court for the District of Massachusetts by plaintiff’s re¬ 
moval petition. 

8. On information and belief, the suit in the Massa¬ 
chusetts District Court has been pending for more than 
three years and the court has refused to set the case for 
trial, based on allegations by counsel for plaintiff in 
that suit, that the trial of certain issues, there raised, 
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would necessitate the presence of certain men of the 
American Optical Company for an extended period of 
time as witnesses and would interfere with the produc¬ 
tion of materials for war use. 

9. On information and belief, an actual controversy 
exists between plaintiff and defendant because, through 
defendant’s licensee, plaintiff is charged with the obliga¬ 
tion of paying certain royalties, which obligation plain¬ 
tiff denies, and if such royalties are required to be paid, 
defendant will receive a certain proportionate share of 
them. 

10. On information and belief, plaintiff contends and 
asserts that defendant has no right to any royalties or 
other monies from plaintiff under the claims of said Em¬ 
mons reissue patent and the claims of said Smith re¬ 
issue patent because said claims are invalid and void on 
each of the following grounds, among others: 

[4] (a) That the patentees named in said Letters pa¬ 
tent w T ere not the first or sole inventors or discoverers 
of the alleged inventions described and claimed in said 
Letters patent, or any material or substantial part there¬ 
of but on the contrary, long prior to the alleged inven¬ 
tion or discovery by said patentees and more than two 
years prior to their applications for Letters patent, the 
alleged inventions purporting to be patented thereby and 
all material and substantial parts thereof were known 
and used by others in this country and were patented 
and described in Letters patent and other printed pub¬ 
lications in this and foreign countries and were in pub¬ 
lic use and on sale in this country more than two years 
prior to the applications for said Letters patent. 

(b) That the alleged inventions claimed in said claims 
of said Letters patent do not constitute patentable in¬ 
ventions, improvements or discoveries, within the mean- 
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ing of the patent law, in view of the prior state of the 
art as disclosed in the various patents and publications 
referred to in paragraph 10(a) above, and in view of 
what was common knowledge at the time of the alleged 
inventions of the same by the said patentees. 

(c) That the same claims of said Letters patent are 
vague, ambiguous and indefinite, and fail to particularly 
point out and distinctly claim the products claimed by 
the said patentees as their inventions or discoveries. 

11. On information and belief, the said Emmons re¬ 
issue patent and the said Smith reissue patent are in¬ 
valid because they are directed to the same invention 
[5] and the claims of the two patents are not patentably 
different from each other. Because of the common own¬ 
ership of these patents by defendant, defendant was 
charged with the duty of promptly disclaiming with re¬ 
spect to the claims of the patentee who is, in fact, not 
the first inventor of the subject matter as between the 
said patentees, Emmons and Smith. Defendant’s failure 
to promptly disclaim either the claims of the Emmons 
reissue patent or the claims of the Smith reissue pat¬ 
ent has constituted a threat to the entire industry. As 
a result of such delay in disclaiming, all of the claims 
of the two patents are invalid. 

12. The said Emmons reissue patent and the said 

Smith reissue patent are invalid because the specifica¬ 
tions and claims thereof contain matter not disclosed 

in the original patents upon which the reissues are 
based. 

13. The said Emmons reissue patent and the said 

Smith reissue patent are invalid because the reissue 
patents are not directed to the same inventions as are 
disclosed and claimed in the original patents on which 
they are based. 
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14. The said Emmons reissue patent and the said 
Smith reissue patent are invalid because the oaths 
filed in support of the applications for reissue fail to 
show accident, inadvertence or mistake in the sense in 
which these words are used in the reissue statutes. 

15. On information and belief, defendant, through its 
exclusive licensee, the said American Optical Company, 
has asserted and continues to assert, by affidavits of Al¬ 
ton K. Marster, Assistant to the Vice President and 
General Sales Manager of American Optical Company, 
[6] and Hector M. Holmes, an attorney-at-law and coun¬ 
sel for American Optical Company, that claims 4 and 7 
of Emmons reissue patent are directed, not to the entire 
combination disclosed in the patent, but to a sub-com¬ 
bination thereof and that “the universal normal practice 
is for manufacturers to sell frames as complete units, in¬ 
cluding temples ”. Said frames, including temples are 
not the sub-combination alleged to be covered by claims 
4 and 7 of the patent. Said are therefore invalid, and 
the said Emmons reissue patent is invalid for unreason¬ 
able delay in disclaiming said claims 4 and 7. 

Wherefore, Plaintiff prays: 

(a) That a judgment issue out of this Court holding 
that the claims of said Emmons reissue patent 17,994 are 
invalid because Emmons was not the first inventor of the 
subject matter thereof. 

(b) That a judgment issue out of this Court holding 
that the claims of said Smith reissue patent 17,996 are 
invalid because Smith was not the first inventor of the 
subject matter thereof. 

(c) That a judgment issue out of this Court holding 
that Emmons reissue patent is not a proper reissue in ac- 
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eordance with the reissue statutes and is therefore in¬ 
valid. 

(d) That a judgment issue out of this Court holding 
that Smith reissue patent is not a proper reissue in ac¬ 
cordance with the reissue statutes and is therefore in¬ 
valid. 

(e) That a judgment issue out of this Court holding 
that the claims of Emmons reissue patent are invalid for 
unreasonable delay in filing a necessary disclaimer. 

[7] (f) That a judgment issue out of this Court holding 
that the claims of Smith reissue patent are invalid for 
unreasonable delav in filing a necessarv disclaimer. 

(g) That plaintiff be awarded costs in this action and 
such other and further relief as the Court may deem just 
and proper. 


New Jersey Optical Company, 

By Benjamin Sinsheimer. 
President. 

Pennie, Davis, Marvin and Edmonds, 
National Press Building, 

Washington 4, D. C. 

Attorneys for Plaintiff. 


Clarence M. Fisher, 
Morris D. Jackson, 
Daniel V. Mahoney, 
Of Counsel. 


State of New Jersey ) 

County of Essex ^ SS " 

On this 30 day of October, 1944, before me, a Notary 
Public, in and for the State and County aforesaid, per¬ 
sonally appeared Benjamin Sinsheimer, who being duly 
sworn, deposes and says that he is President of New Jer¬ 
sey Optical Company, that he has read the foregoing com¬ 
plaint and knows the contents thereof to be true, except 
as to matters therein stated to be alleged on information 
and belief and as to those matters he believes it to be 
true. 


(Seal) 


J. Fraser Stewart, 
Notary Public. 
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[8] Motion 

To Dismiss Complaint and/or for Summary Judgment 
Now comes defendant and moves, 

1. To dismiss the complaint herein under the provi¬ 
sions of Rule 12(b) of the Rules of Civil Procedure on 
the ground that the complaint fails to state a claim on 
which relief can be granted under the Declaratory Judg¬ 
ment Act (U. S. C. Title 28, Section 400; Judicial Code 
Section 274(d)), in that— 

(a) the complaint does not allege facts showing that 
an unadjudicated, justiciable controversy exists be¬ 
tween plaintiff and defendant; and 

(b) from the facts alleged by the complaint it is clear 
that no unadjudicated, justiciable controversy in 
fact exists between plaintiff and defendant; 

or, in the alternative. 

[9] 2. For a summary judgment under the provisions of 
Rule 56 of the Rules of Civil Procedure on the ground 
that the Court lias no jurisdiction under the Declaratory 
Judgment Act because from the facts alleged by the com¬ 
plaint it is clear that there is no justiciable controversy 
between the plaintiff and the defendant. 

Ful-Vue Sales Company, 

By John J. Wilson 

Its Attorney 


Samuel E. Darby, Jr., 

Of Counsel. 

Dated: Washington, D. C., December S, 1944. 
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[10] Memorandum 

Motion to dismiss granted. 

While I am not so certain as contended by the de¬ 
fendant, that a case or controversy within the purview 
of the Declaratory Judgment Act does not exist; it seems 
to me that the plaintiff can have the matter determined 
conclusively in the suit now pending in the District of 
Massachusetts and it is on that basis that the motion to 
dismiss is granted. 

Brillhart v. Excess Ins. Co., 316 U. S. 491. 

True, the suit pending in the case cited supra was in 
the State Courts, the same reasoning applies a fortiori 
and with emphasis it seems to me in a proceeding in the 
Federal Courts in which the issue in which the plaintiff’s 
purported obligation to account for royalties is either 
a valid and subsisting one, or no obligation at all. 

While it is true of course “the existence of another 
adequate remedy does not preclude a judgment for de¬ 
claratory relief * * * (Rule 57 FRCP),—it is to be noted 
the rule goes further and adds “in cases where it is ap- 
[11] propriate.” “But the existence of another ade¬ 
quate remedy may be a factor bearing on the appropri¬ 
ateness of declaratory relief as is indeed implicit in the 
Brillhart case * * 

Western Electric Co. v. Hammond, 135 Fed. a 
283,287. 

Plaintiff here raises the issue of the validity of the 
patents, and that is an issue implicit at least in the suit 
pending between it and its licensor (the licensee of the 
defendant in this application), for royalties—the resolu¬ 
tion of which will be conclusive one way or another of the 
rights of all the parties. 

Matthew F. McGuibe, 

Associate Justice. 

January 26, 1945. 
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[15] Affidavit 

State of New York ( sg . 

County of New York [ 

Daniel V. Mahoney, being duly sworn, deposes and says 
that he is an attorney at law, a member of the bar of this 
Court and of counsel for plaintiff in the above entitled 
action. 

He has read the memorandum decision of January 26, 
1945 granting the defendant’s motion to dismiss. 

He believes that certain facts not fully presented at the 
argument of the motion are of greater importance than was 
apparent at the time of the hearing and that these facts 
should be considered in connection with the conclusion 
“that the plaintiff can have the matter determined con¬ 
clusively in the suit now pending in the District of Massa¬ 
chusetts” as stated in the memorandum opinion. 

On or about September 16, 1940 the Department of Jus¬ 
tice filed suit in the Southern District of New York against 
plaintiff, defendant, defendant’s licensee, American Optical 
Company, and a number of other optical manufacturing 
[16] companies and individuals associated with such com¬ 
panies charging defendants with violation of the Sherman 
Act and the Clayton Act. That case came on for trial in 
the fall of 1941 and in the spring of 1942 while the govern¬ 
ment was still presenting its prima facie evidence, the case 
was deferred for the duration of the war on the ground 
that continuation of the trial would require the presence 
of certain personnel of the defendant companies and would 
interfere with the war effort. 

On or about October 18,1941 American Optical Company, 
defendant’s licensee, commenced an action against the 
plaintiff in the Municipal Court of the City of Boston for 
collection of royalties under an agreement of May 25, 1934 
granting to plaintiff a license under the Emmons Reissue 
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patent 17,994 and the Smith Reissue patent 17,996, the 
patents on which the present complaint is based. That case 
was removed to the United States District Court for the 
District of Massachusetts on the present plaintiff’s petition 
for removal. Plaintiff filed an answer in that suit admit¬ 
ting the existence of the agreement but denying that it 
owed American Optical Company any money because the 
agreement is invalid as a violation of Sections 1 and 2 of 
the Sherman Act. The answer also included a counter¬ 
claim to which an answer was filed in March 1942. While 
the case was awaiting trial, the present plaintiff filed a 
motion to amend its answer in January 1943 alleging in¬ 
validity of the Smith and Emmons reissue patents, this 
motion being brought in the light of the decision of the 
Supreme Court on December 7, 1942 in the case of Sola 
Electric Co. v. Jefferson Electric Co., 317 U. S. 173 holding 
that a licensee could attack the validity of licensed patents 
[17] if the license agreement contained price fixing 
clauses. That motion was decided in the present plain¬ 
tiff’s favor in an opinion by Judge Healey dated July 9, 
1943 and reported in 50 F. Supp. 806. Feeling that the 
case was then ready for trial and that it would be several 
years before the pending suit brought by the Department 
of Justice would be resumed in the Southern District of 
New York, deponent attempted to have the case set dowm 
for trial and w T hen the plaintiff opposed such move, ar¬ 
ranged for a conference with Judge Sweeney in the Massa¬ 
chusetts District Court which conference was held in Judge 
Sweeney’s chambers on October 13, 1943 and attended by 
counsel for both sides. As a result of the conference, 
Judge Sweeney advised that he would write to the Pro¬ 
curement Divisions of the War and Navy Departments and 
see wdiat they had to say with respect to interference with 
the war effort by the trial of the case. Deponent is in¬ 
formed and believes, and therefore avers, that Judge 
Sweeney wrote such letters and that while the War and 
Navy Departments refused to certify that the case should 
be deferred, because it was a case between private parties 
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and each of the Departments questioned whether it had 
the right to interfere in a private suit, the Departments 
advised Judge Sweeney that in their opinion the case would 
interfere with the war effort. While deponent did not 
receive copies of such letters, he did receive a letter from 
Mr. Julius H. Amberg, Special Assistant to the Secretary 
of War, dated October 22, 1943 giving the substance of 
Mr. Amberg’s letter to Judge Sweeney, a copy of which 
letter is attached hereto and marked Exhibit A. 

As there had not been any proper showing made either 
before Judge Sweeney or before the War and Navy De¬ 
partments on which a deferment of the case should be 
granted, deponent then took the matter up with the War 
[18] and Navy Departments and arranged for a conference 
which was attended by counsel for both parties in the 
Massachusetts case and which was held on December 30, 
1943 in the offices of the Procurement Division of the War 
Department in the Pentagon Building, Washington, D. C. 
At that conference no information was furnished deponent 
in regard to the witnesses whose presence at a trial would 
interfere with the war effort, but the representatives of the 
W 7 ar and Navy Departments adhered to their position as 
expressed in their letters to Judge Sweeney. While Judge 
Sweeney did not enter any order deferring the trial of the 
case, it has been impossible to have the case set down for 
trial. 

On October 11, 1944 deponent, feeling that there might 
have been some change in conditions which no longer re¬ 
quired deferment of the Massachusetts case, wrote to the 
Special Assistant to the Secretary of the Navy and the 
Special Assistant to the Secretary of the W 7 ar Depart¬ 
ment asking whether the situation had changed to such an 
extent that he would no longer take the position that the 
trial of the case in Boston would interfere with the war 
effort. These letters were acknowledged on October 14th 
in letters which stated that the matter would be looked 
into and deponent would be further advised. On January 
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10, 1945 deponent received a letter from the Navy Depart¬ 
ment stating that no such change had taken place as 
would warrant departure from the views previously ex¬ 
pressed to Judge Sweeney. A copy of that letter is at¬ 
tached hereto and marked Exhibit B. 

While there has been no formal order entered in the 
Boston case deferring it for the period of the war, in an 
opinion dated December 15, 1944, denying a motion for 
[19] summary judgment, Judge Sweeney stated: 

“Trial of the case on the merits has been postponed 
so that war production will not be impeded. ” 

Deponent therefore avers that plaintiff cannot have the 
matter pending in this suit determined in the case now 
pending in the District of Massachusetts until after the 
termination of the war and under such conditions it is 
believed that the present trial should proceed. 

Daniel V. Mahoney. 

Subscribed and sworn to before me this 5th day of 
February, 1945. 


Madeline Sigward, 
Notary Public. 
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[20] Exhibit A 

WAR DEPARTMENT * 
Washington, D. C. 


22 October 1943 

Daniel V. Mahoney, Esq., 

247 Park Avenue, 

New York 17, New York. 

Dear Mr. Mahoney:— 

I have your letter of 20 October, re American Optical 
Company v. Neic Jersey Optical Company. 

Prior to the receipt of your letter, I received a 
letter from Judge Sweeney, requesting the views of the 
War Department as to whether or not a trial of the above 
mentioned case at this time would seriously interfere with 
the war effort. On 20 October, Judge Sweeney was ad¬ 
vised that the War Department was of opinion that the 
diversion of time of a substantial number of operating, 
executive and technical personnel of American Optical 
Company, from their normal production pursuits, to an 
eight to ten weeks trial, would seriously interfere with 
the war effort. If you believe that that conclusion was 
incorrect, 1 shall, of course, be glad to discuss the matter 
with you. 

I shall also be happy to furnish you with a copy of the 
letter written Judge Sweeney, provided that the Judge 
is agreeable. 

Sincerely, 

(sged) Julius H. Amberg 
Julius H. Amberg, 
Special Assistant to the 
Secretary of War. 


I 
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[21] Exhibit B 


DEPARTMENT OF THE NAVY 
Office of the General Counsel 
Washington 25, D. C. 

OGC/RWM :ss 


10 January 1945 

Daniel V. Mahoney, Esq. 

Pennie, Davis, Marvin & Edmonds 

247 Park Avenue 

New York 17, New York 


Dear Mr. Mahoney: 

This refers to your letter of 11 October 1944, to Mr. H. 
Struve Hensel, which w’as acknowledged under date of 
14 October 1944. In accordance with your wish we have 
carefully investigated the question of continued interfer¬ 
ence with the war effort in relation to the trial of 
American Optical Company v. New Jersey Optical Com¬ 
pany. Reports have been received from American Optical 
Company and from our principally concerned Bureau of 
Ordnance, as well as other Navy bureaus. Upon a full 
consideration of the matter we are obliged to conclude 
that no such change in the situation has supervened as to 
warrant departure from the views previously expressed to 
Judge Sweeney. We are still of opinion that a trial of 
the case at this time would seriously interfere with the 
war effort. 

A copy of this letter is being sent to Judge Sweeney. 

Yours very truly, 

(sgd) Robert W. Millar 
Robert W. Millar 
Special Assistant to the 
Under Secretary of the Navy 
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[22] Affidavit in Opposition to Plaintiff’s Petition 
or Motion for Reconsideration 

County of New York 
State of New York 

Samuel E. Darby, Jr., being first duly sworn, deposes 
and says as follows: 

I am an attorney at law and believe I am a member 
of the Bar of this Court, and am of counsel for defendant 
in the above entitled action. 

I have read the “Petition for Reconsideration” of 
plaintiff which requests this Court to reconsider its action 
of January 26, 1945 granting defendant’s motion to dis¬ 
miss the complaint seeking declaratory judgment in this 
case. I have also read the affidavit of Daniel V. Mahoney, 
executed the 5th day of February, 1945, in support of the 
petition. 

I believe it to be elementary that whether or not a suit 
for declaratory judgment may be maintained is a matter 
[23] of the discretion of the Court ( Samuel Goldwyn, 
Inc. v. United Artists, 113 F. (2d) 703; United States 
Fidelity d Guaranty v. Koch, 102 F. (2d) 28S; Maryland 
Casualty Co. v. Consumers, 101 F. (2d) 514); and this 
legal proposition constituted point 5 of defendant’s 
“Points and Authorities” filed in support of its motion 
to dismiss. 

In the exercise of its discretion this Court dismissed 
the complaint in this case, and I fail to find anything in 
plaintiff’s petition or in Mr. Mahoney’s affidavit which 
asserts or even is directed to show that this Court abused 
its discretion in doing so. 

It is true, as stated in the petition, that defendant’s 
motion to dismiss in part (Points 1 and 2) was based on 
the ground that the complaint does not allege facts show- 
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ing that an unadjudicated, justiciable controversy exists 
between plaintiff and defendant, and that from the facts 
alleged it is evident that no unadjudicated, justiciable 
controversy in fact exists between plaintiff and defendant. 
It is also true that in granting defendant’s motion this 
Court did not pass upon that issue but based its con¬ 
clusion, with entire propriety, upon exercise of its un¬ 
questioned discretionary powers. However, an examina¬ 
tion of Mr. Mahoney’s affidavit makes crystal clear that 
there is not, and on the facts cannot be, a justiciable con¬ 
troversy between plaintiff and defendant. 

Thus, on page 2 of Mr. Mahoney’s affidavit the basis of 
the original complaint in the Boston litigation is cor¬ 
rectly set forth, namely it was an action by American 
Optical Company (not defendant) commenced against 
[24] plaintiff for specific performance of an agreement 
dated May 25, 1934 between plaintiff and American 
Optical company. This defendant was not a party to the 
agreement in any sense. Mr. Mahoney’s affidavit con¬ 
tinues to point out that plaintiff filed its answer in that 
action admitting the existence of the agreement but deny¬ 
ing that the specific performance thereof could be en¬ 
forced because the agreement was invalid as in violation 
of the Sherman Act. 

Thus, Mr. Mahoney has set out the basis for the Boston 
suit, namely a suit for specific performance of a contract 
to which this defendant was not a party, with the defense 
thereto comprising a charge of illegality of the contract. 
I submit as obvious therefore that there was not and 
could not be any justiciable controversy between plaintiff 
and the present defendant. 

Mr. Mahoney’s affidavit then proceeds to recite at 
length negotiations between counsel for the parties to the 
Boston suit (the present defendant not being a party to 
the Boston suit) and hearings before the Court in Boston 
and in the chambers of Judge Sweeney. The present de¬ 
fendant, not being a party in the Boston suit, and there- 
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fore not present or represented in the hearings and con¬ 
ferences, must rely entirely upon hearsay as to what tran¬ 
spired, although I have no reason to question the accuracy 
of the recitation thereof as given in Air. Alahoney’s affi¬ 
davit. 

It is of course true of my own knowledge that plaintiff 
did file a counterclaim in the Boston suit attacking the 
validity of this defendant’s patents, which attack con¬ 
stitutes the identical issue plaintiff seeks to raise in the 
present case. 

L25] I therefore submit that, in addition to failing to 
present any ground upon which this Court might conclude 
that, under its discretionary powers, it had abused its 
discretion in granting defendant’s motion to dismiss the 
complaint in the present cause. Air. Alahoney’s affidavit 
has established beyond question the dispositive soundness 
of the additional ground for dismissal of plaintiff’s de¬ 
claratory judgment complaint, namely, that there is not— 
and on the facts alleged could not be—an unadjudicated, 
justiciable controversy between this plaintiff and this de¬ 
fendant. 

Samuel E. Darby, Jr. 


Sworn to and subscribed before me this 9th day of 
February, 1945. 


Eileen Lamerson, 
Notary Public. 

Eileen Lamerson, 

Notary Public, 

Kings County. 

Kings Co. Clk’s No. 67, Keg. No. S3L6. 

N. Y. Co. Clk’s No. 94, Reg. No. 69L6. 

Commission Expires Alarch 30, 1946. 


(Seal) 
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[26] Order Granting Motion to Dismiss, Denying 
Petition for Reconsideration and Dismissing 

Complaint 

This matter came before the Court at this term upon 
the defendant’s motion to dismiss the complaint filed 
herein, and was argued by counsel, and thereupon, upon 
consideration thereof, it is by the Court this 1day of 
February, 1945 

Ordered that said motion be and the same is hereby 
granted; and 

Plaintiff having filed its petition for reconsideration, 
it is, on the date aforesaid 

Further Ordered that said petition for reconsideration 
be and the same is hereby denied; and that the complaint 
be and the same is hereby dismissed wdth prejudice. 


Approved as to form: 


Matthew F. McGuire, 

Justice. 


Pennie, Davis, Marvin & Edmonds, 
Attorneys for Plaintiff. 


Filed. 
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NEW JERSEY OPTICAL COMPANY, Appellant , 

v. 

FUL-VUE SALES COMPANY, Appellee . 


BRIEF FOR APPELLEE. 


It is believed that a clear understanding of the issue 
raised by this appeal cannot be obtained from appellant’s 
statement of the case. For that reason appellee deems it 
desirable that the case be restated. 

STATEMENT OF THE CASE. 

1. Appellee, Ful-Vue Sales Company (hereinafter re¬ 
ferred to as “Ful-Vue”) is the owner of certain Letters 
Patent of invention. 

2. Ful-Vue granted an exclusive license under its said 
patents to American Optical Company, of Southbridge, 
Massachusetts (hereinafter referred to as “American”), 
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in consideration for prescribed royalties to be paid Ful- 
Vue by American. This license vested exclusively in 
American the right to grant sub-licenses to others with 
provision that American would pay Ful-Vue its prescribed 
royalties therefrom received. 

3. On September 25, 1934, American entered into a writ¬ 
ten contract with plaintiff-appellant, New Jersey Optical 
Company (hereinafter referred to as “New Jersey”) 
whereby American granted New Jersey a license under the 
said patents in exchange for the agreement on the part of 
New Jersey that it would pay American the prescribed roy¬ 
alties therefor. 

4. After a certain date (April 1,1941) New Jersey, with¬ 
out termination of its contract with American, refused to 
continue to pay American the royalties prescribed by the 
contract, but continued the manufacture and sale of the 
products it theretofore had made and sold under the 
license, and on which it theretofore had paid royalties. 

5. American instituted suit against New Jersey in the 
State Courts of Massachusetts for specific performance of 
the said contract between them. By appropriate proceed¬ 
ings New Jersey removed the suit from the Massachusetts 
State Court to the Federal Court in the District of Massa¬ 
chusetts, and filed answer and counterclaims, one of which 
charged American with violation of the anti-trust laws and 
sought summary judgment which was denied (65 U. S. 
P. Q. 114), and another of which sought declaratory judg¬ 
ment of invalidity of the patents under which New Jersey 
was licensed and was continuing to operate. 

6. Thereafter, on November 4, 1944, New Jersey filed 
this present suit against Ful-Vue seeking a declaratory 
judgment of invalidity of Ful-Vue’s patents—the identical 
relief New Jersey sought by counterclaim in the suit pre¬ 
viously instituted in Massachusetts. 
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7. The foregoing facts are recited in paragraphs 3 to 7, 
inclusive, of New Jersey’s complaint in the present action 
(Appellant’s Appendix, pp. 1 and 2). 

8. Admittedly there have been no business dealings or 
relations of any kind or nature whatsoever between Ful- 
Vue and New Jersey. Ful-Vue is not a party to the con¬ 
tract between American and New Jersey, and is not a party 
to the Massachusetts litigation between them, instituted by 
American for specific performance of the said contract. 
Ful-Vue has never charged New Jersey with infringement 
of Ful-Vue’s patents, and, indeed, could not have done so 
because American granted New Jersey a license under 
Ful-Vue’s patents, which license is still in force, so that 
products manufactured and sold by New Jersey could not 
constitute or be charged to constitute an infringement of 
Ful-Vue’s patents. Ful-Vue has made no claim against 
New Jersey for royalties under the license contract be¬ 
tween American and New Jersey, or for anything else, and, 
indeed, could not do so because Ful-Vue is not a party to 
said contract. Ful-Vue has made no claim against anyone 
which could be transmitted or passed on to New Jersey, 
or for which New Jersey could in any way be directly or 
indirectly responsible. Specifically, Ful-Vue has made no 
claim against American because of any operations of New 
Jersey under the license contract it has with American. 
In fact, there exists no controversy of any kind or nature 
whatsoever of which Ful-Vue is aware—justiciable or 
otherwise—between New Jersey and Ful-Vue. 

9. Accordingly, appealing to the discretion of the Dis¬ 
trict Court on the undisputed fa^ts as pleaded by the com¬ 
plaint in the present case, Ful-Vue moved for the dismissal 
of the complaint, which motion was granted and judgment 
of dismissal entered (Appellant’s Appendix, p. 19). 

10. New Jersey appeals to this Court from the judgment. 
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STATEMENT OF POINTS. 

1. The dismissal of the complaint in this declaratory 
judgment action is a matter of judicial discretion which is 
not reviewable except on abuse thereof, which is not here 
shown. 

2. The soundness of the decision of the District Court 
in this case in dismissing the complaint is established by 
the recitation of the material facts in the complaint, which 
conclusively show that there is and can be no present jus¬ 
ticiable controversy between New Jersey and Ful-Vue. 

ARGUMENT. 

1. The Dismissal of this Declaratory Judgment Complaint 
Was Discretionary with the District Court, and There 
Has Here Been No Abuse of Discretion. 

It is now universally established that the Declaratory 
Judgment Act is merely a “procedural statute” ( Mutual 
Life Insurance Co. of New York v. Moyle, 34 F. Supp. 127, 
affirmed 116 F. .(2d) 434, C. C. A. 4), and the maintenance 
of a suit instituted thereunder rests in the sound discretion 
of the District Court ( Brillhart v. Excess Insurance Co., 
316 U. S. 491, 86 L. Ed. 1620); American Automobile In¬ 
surance Co. v. Freundt , 103 F. (2d) 613, C. C. A. 7; U. S. 
Fidelity Guaranty Co. v. Koch, 102 F. (2d) 288, C. C. A. 
3; Lumberman’s Mutual Casualty Co.v.McIver, 110 F. (2d) 
323, C. C. A. 9; Aetna Casualty <& Surety Co. v. Quarrells, 
92 F. (2d) 321, C. C. A. 4; Delno v. Market Street Ry. Co., 
123 F. (2d) 965, C. C. A. 9; Penn Electric Switch Co. v. 
United States Gauge Co., 129 F. (2d) 166, C. C. A. 7, cer¬ 
tiorari denied 317 U. S. 675; Piedmont Fire Insurance Co. 
v. Aaron, 138 F. (2d) 732, C. C. A. 4, certiorari denied 64 
S. Ct. 789; G'eneral Exporting Co. v. Starr Transfer Line, 
136 F. (2d) 329, C. C. A. 6), in the light of the material 
facts of each case {Maryland Casualty Co. v. Consumers, 
23 F. Supp. 433). 
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It is also established that the Act may not be used as an 
instrument of procedural fencing or to choose a forum 
(Continental Casualty Co. x. National Household Distribu¬ 
tors, 32 F. Supp. 849; American Automobile Insurance Co. 
x. Freumdt et al., 103 F. (2d) 613, C. C. A. 7). And it is 
not available for controversies which have not reached the 
judicial stage ( Utah Fuel Co. x. National Bituminous Coal 
Commission , 101 F. (2d) 426, App. D. C., affirmed 306 U. S. 
56); or where there is no actual controversy ( Meredith v. 
Carter, 49 F. Supp. 899; Smith x. Blackwell, 115 F. (2d) 
186, C. C. A. 4), or to try a controversy piecemeal as to par¬ 
ticular issues without settling the entire controversy ( State 
Farm Mutual Automobile Insurance Co. x. Hugee, 115 F. 
(2d) 298, C. C. A. 4; Aetna Casualty Co. x. Quarrells, 92 
F. (2d) 321, C. C. A. 4). Additionally, the Act should not 
be permitted to interfere with an action already instituted 
(State Farm Mutual Automobile Insurance Co. x. Hugee, 
supra; Aetna Surety Co. x. Quarrells, supra ); or where the 
issues raised can be determined in a pending action ( Car¬ 
bide & Carbon Chemicals Corp. x. U. S. Industrial Chemi¬ 
cals, 140 F. (2d) 47, C. C. A. 4; Lieberman x. Merkin, 2 
F. R. D. 315). It has been consistently held that a petition 
for declaratory judgment, filed after commencement of a 
suit whose determination in another Court will ultimately 
decide the liability of the party petitioning for declaration, 
should be dismissed ( U. S. Fidelity <£ Guaranty Co. x. 
Koch, 102 F. (2d) 288, C. C. A. 3); and that the benefits of 
the Act should not be extended unless there is an actual 
present controversy between the parties, and even then the 
Court should not decide the disputed question if the re¬ 
sult would be merely to anticipate the trial of an issue 
involved in a pending case, or to determine the validity of 
a defense which could be tried equally well therein, or to 
try a controversy piecemeal without complete decision of 
all of the matters in dispute (Aetna Casualty db Surety Co. 
x. Yeatts, 99 F. (2d) 665, C. C. A. 4). 
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Finally, the soundness of the District Court in dis¬ 
missing an action under the Act presents to an Appellate 
Tribunal the sole question of judicial discretion ( Penn 
Electric Sicitch Co. v. United States Gauge Co., 129 F. (2d) 
166, C. C. A. 7, certiorari denied 317 U. S. 675). 

In exercising its discretion in the present case and dis¬ 
missing the complaint the District Court unquestionably 
took into consideration all of the foregoing elementary 
principles of law in the light of the particular facts of the 
present case, which facts, for convenience, are here mar¬ 
shalled. 

1. The relief here sought by New Jersey, viz: declara¬ 
tory judgment of invalidity of Ful-Vue’s patents, is the 
identical relief that New Jersey seeks by its counterclaim 
heretofore asserted in the Massachusetts suit heretofore 
instituted. 

2. While it is true that one charged with patent infring- 
ment may institute and maintain a suit for declaratory 
judgment of invalidity of the patent ( Chicago Metallic 
Mfg. Co. v. Edward Katzinger Co., 123 F. (2d) 518, C. C. A. 
7), Ful-Vue has never claimed that New Jersey is an in¬ 
fringer of its patents, and Ful-Vue is not charged by New 
Jersey’s complaint in this action with ever having done so. 
Indeed, and to the contrary, the complaint in this cause 
makes it clear that New Jersey is possessed of a license 
(from American) under Ful-Vue’s patents, wherefore no 
products made and sold by New Jersey could factually 
or legally be charged to constitute infringements of Ful- 
Vue’s patents. American has sued New Jersey in Massa¬ 
chusetts for specific performance of the license contract 
between them—not for its termination or cancellation for 
breach thereof. Unless and until New Jersey’s license 
under Ful-Vue’s patents is terminated or cancelled (a fac¬ 
tor with which Ful-Vue has no connection and over which 
it has no power, not being a party to the license contract) 
Ful-Vue could never be in a position to question or assert 
infringement of its patents by New Jersey. 



3. Therefore, there is no controversy of any kind or 
nature whatsoever—justiciable or otherwise—between 
New Jersey and Ful-Vue, which necessarily must exist in 
order to warrant the maintenance of the present suit. 

4. Thus, while it is well settled that the purpose of the 
Declaratory Judgment Act is to provide a remedy to a 
challenger of a right who otherwise could not have his 
challenge adjudicated until his adversary took the initia¬ 
tive ( Employers Liability Assurance Co . v. By an, 109 F. 
(2d) 690, C. C. A. 6, certiorari dismissed 311 U. S. 722), 
as well as to avoid a multiplicity of suits ( Pacific Fire In¬ 
surance Co. v. C. C. Anderson Co. of Nampa, 42 F. Supp. 
917), where, as here, there has been no such challenge, or 
any other controversy of any kind or nature whatsoever 
between the parties, and a multiplicity of suits results 
(Pacific Fire Insurance Co. v. C. C..A.nderson Co., 42 F. 
Supp. 917), the complaint must be dismissed (Smith v. 
Blackwell, 34 F. Supp. 989, affirmed 115 F. (2d) 186, C. C. 
A. 4; Utah Fuel Co. v. National Bituminous Coal Commis¬ 
sion, 101 F. (2d) 426, App. D. C., affirmed 306 U. S. 56; 
Aetna Casualty <& Surety Co. v. Yeatts, 99 F. (2d) 665, 
C. C. A. 4). 

In the face of the foregoing facts and principles of law, 
it is submitted to be pure sophistry for appellant to argue, 
as it here does, that the District Court abused its discretion. 

Therefore the judgment of the District Court should be 
affirmed on the ground that there has been no abuse of the 
judicial discretion exercised in this case. 
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2. The Soundness of the Discretion Exercised by the Dis¬ 
trict Court in this Case is Emphasized by the Fact that 
the Allegations of the Complaint Conclusively Show 
that There Is Not, an on the Facts Alleged There Can¬ 
not Be, a Justiciable Controversy Between New Jersey 
and Ful-Vue. 

Having in mind the foregoing elementary principles of 
law applicable to the administration of the declaratory 
judgment statute, it is seen— 

1. Ful-Vue has not charged, and on the facts alleged in 
the complaint could not charge New Jersey with infringe¬ 
ment of Ful-Vue’s patents. A charge of patent infringe¬ 
ment is universally recognized as necessary to create a 
justiciable controversy such as New Jersey here asserts, 
warranting a declaratory judgment on the validity of Ful- 
Vue’s patents ( E. W. Bliss Co. v. Cold Metal Process Co., 
102 F. (2d) 105, C. C. A. 6; Milwaukee Gas Specialty Co. 
v. Mercoid, 104 F. (2d) 589, C. C. A. 7; Leach v. Ross, 104 
F. (2d) 88, C. C. A. 2; U. S. G. d P. E. Corp. v. Hanson, 104 
F. (2d) 856, C. C. A. 4; Creamery Package Co. v. Cherry- 
Burr ell, 115 F. (2d) 980, C. C. A. 3, certiorari denied 312 
XT. S. 709; Crosley v. Hazeltin-e, 122 F. (2d) 925, C. C. A. 3, 
certiorari denied 315 U. S. 816; Lances v. Letts, 115 F. (2d) 
916, C. C. A. 2; Treemond v. Sobering Corp., 122 F. (2d) 
702, C. C. A. 3; Alfred Hofmann v. Knitting Machines Co., 
123 F. (2d) 45S, C. C. A. 3; Triangle v. National, 125 F. 
(2d) 1008, C. C. A. 3, certiorari denied 316 U. S. 676; Penn 
Electric Switch Co. v. United States Gauge Co., 129 F. (2d) 
166, C. C. A. 7, certiorari denied 317 U. S. 675; Crosley v. 
Westinghouse, 130 F. (2d) 474, C. C. A. 3, certiorari de¬ 
nied 317 U. S. 681). Obviously, therefore, there is no pres¬ 
ent controversy of any kind between New r Jersey and 
Ful-Vue as to which the present complaint could be sus¬ 
tained ( Smith v. Blackwell, 34 F. Supp. 989, affirmed 115 
F. (2d) 186, C. C. A. 4); Meredith v. Carter, 49 F. Supp. 
899). The future possibility, or the fear implied by New 
Jersey’s brief that at some time in the future Ful-Vue 
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might charge New Jersey with infringement of Ful-Vue’s 
patents, does not constitute a “controversy” between the 
parties within the meaning of the Declaratory Judgment 
Statute ( Utah Fuel Co. v. National Bituminous Coal Com¬ 
mission, 101 F. (2d) 426, App. D. C., affirmed 306 U. S. 56; 
Redlands Foothill Groves v. Jacobs, 30 F. Supp. 995; 
Dewey <£ Almy Chemical v. American Amide, 47 F. Supp. 
921; Caterpillar Tractor v. International Harvester, 106 
F. (2d) 769; Angel v. Schrani, 109 F. (2d) 380; Bettis v. 
Patterson Ballagh Corp., 16 F. Supp. 455, 460; Ashwander 
v. Tennessee Valley Authority, 297 U. S. 298; Borchard on 
Declaratory Judgments, 1934, pp. 46-50). 

The two cases upon 'which appellant relies ( Western 
Electric Co. v. Hammond, 175 F. (2d) 283 and Girdler 
Corp. v. E. I. DuPont DeNemours Co., 56 F. Supp. 871) 
are in no sense applicable to the issue here presented. In 
both of those cases the patent owner charged the declara¬ 
tory judgment plaintiff (or a customer thereof or a user 
of the patented device) with infringement of the patents. 
As hereinbefore pointed out, it is now universally accepted 
that the charge by a patent owner of infringement of its 
patents, addressed to the alleged infringing manufacturer, 
his customers, or his product, creates a justiciable contro¬ 
versy which may be resolved by action for declaratory 
judgment. Nothing of this sort presently exists or is 
capable of existing in the present case on the facts recited 
in the complaint. 

Therefore, it follows that the District Court committed 
no error in dismissing the complaint in this cause. 

CONCLUSION. 

The judgment of the District Court should be affirmed. 

Respectfully submitted, 

Samuel E. Darby, Jr., 

Counsel for Defendant. 

John J. Wilson, 

Attorney for Defendant 
and Of Counsel. 




